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DETAILED ACTION 
Status of the Claims 

1 . This action is in response to the amendment filed on September 17, 2007. 
Claims 1-35 are pending. Claims 11 and 26 have been cancelled. Claims 1, 3, 11, 27 
and 34 have been amended. 



Response to Arguments 

2. Examiner notes that claims 1 1 and 26 have been cancelled. However, Applicant 
states on page 10 that claim 26 has been amended to change the reference to "code(s)" 
to "trade identifier(s)". Examiner believes this is a typo and that Applicant intended to 
state claim 27 has been amended. 

3. Applicant's arguments, see page 10, filed September 17, 2007, with respect to 
claims 11, 26 and 27 (35 USC 112 1 st paragraph) have been fully considered and are 
persuasive. The rejection of claims 1 1 , 26 and 27 (35 USC 1 12 1 st paragraph) has 
been withdrawn. 

4. Applicant's arguments with respect to claims 1, 2, 5-10, 12, 17, 18, 22-25, 28-31 
and 33-35 have been considered but are moot in view of the new ground(s) of rejection. 

5. Applicant's arguments with respect to claims 3, 4, 20 and 21 have been 
considered but are moot in view of the new ground(s) of rejection. 

6. Applicant's arguments filed September 17, 2007 in regards to claims 13-16, 19 
and 32 have been fully considered but they are not persuasive. Applicant contends that 
TP Canada Trust does not qualify as prior art under 35 U.S.C. § 102(b). Examiner 
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agrees that TP Canada Trust does not qualify as prior art under 35 U.S.C. § 102(b). 
However, TP Canada Trust does qualify as 35 U.S.C. § 103(a) art. The following is a 
quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



The following is a quotation of the appropriate paragraphs of section 102 as referenced 
above: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(c) he has abandoned the invention. 

(d) the invention was first patented or caused to be patented, or was the subject of an inventor's 
certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date 
of the application for patent in this country on an application for patent or inventor's certificate filed 
more than twelve months before the filing of the application in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

(f) he did not himself invent the subject matter sought to be patented. 

(g) (1) during the course of an interference conducted under section 135 or section 291, another 
inventor involved therein establishes, to the extent permitted in section 104, that before such person's 
invention thereof the invention was made by such other inventor and not abandoned, suppressed, or 
concealed, or (2) before such person's invention thereof, the invention was made in this country by 
another inventor who had not abandoned, suppressed, or concealed it. In determining priority of 
invention under this subsection, there shall be considered not only the respective dates of conception 
and reduction to practice of the invention, but also the reasonable diligence of one who was first to 
conceive and last to reduce to practice, from a time prior to conception by the other. 



Application/Control Number: 10/827,157 
Art Unit: 3692 



Page 4 



TP Canada Trust falls under 102(a). Therefore, it is qualified prior art under 103(a). 

Reference U has a publication date of June 14, 2001 and Reference X has a publication 
date of August 4, 2001 that would qualify them under 102(b). 

References V and W have publication dates of October 2, 2003 that would qualify them 
under 102(a). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1,2,5-10,12,17,18, 22-25, 28-31 and 33-35 rejected under 35 U.S.C. 
103(a) as being unpatentable over Burakoff et al., US Patent Application Publication 
2002/0065896 (see PTO-892, Ref. A) in view of Burakoff et al., U.S. Patent No. 
6,122,635 (see PTO-892, Ref. C) [Hereinafter Burakoff '635]. 

9. Claims 1,2, 5-10, 12, 17, 18, 22-25, 28-31 and 33-35 rejected under 35 
U.S.C. 102(b) as being anticipated by Burakoff et al., US Patent Application Publication 
2002/0065896 (see PTO-892, Ref. A). 

10. As per claim 1 , Burakoff teaches a system comprising: 
a network (see paragraphs 28 and 41); 
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an electronic document source for storage of at least one investor document, the 
electronic document source operatively connected to the network (see paragraphs 29, 
47 and 49); 

a history source operatively connected to the network, the history source 
comprising history data representative of at least one past transaction for at least one 
investor (see paragraphs 29, 43 and 49); 

a processor operatively connected to the network, the processor programmed to 
receive current investment data for an investor (see paragraphs 28-29), identify from the 
history source past transaction(s), if any, for the investor (see paragraph 29), identify 
document(s) from the at least one investor document applicable to the current 
investment data received (see paragraphs 29-30), determine required investment 
information for the investor from the identified document(s) applicable to the transaction 
and based on the past transaction(s) identified (see paragraphs 30 and 43), and retrieve 
the required investment information from the at least one investor document stored on 
the electronic document source (see paragraphs 30 and 44). 

Burakoff does not explicitly teach investor documents comprising a plurality of 
parts with each of the plurality of parts defined with a trade identifier and determining 
required investment information for the investor by the use of trade identifiers. 

Burakoff '635 teaches investor documents comprising a plurality of parts with 
each of the plurality of parts defined with a trade identifier and determining required 
investment information for the investor by the use of trade identifiers (see column 4, 
lines 11-24, column 7, lines 10-50 and column 10, lines 29-45). 
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Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Burakoff and Burakoff '635 to 
define parts of investor documents with trade identifiers and determine required 
investment information by using the trade identifiers because it would be quick and 
efficient for a user to type in a CUSIP or stock ticker symbol to get information rather 
then the complete name of a stock or mutual fund as taught by Burakoff '635 (see 
column 2, lines 4-26). 

11. As per claim 2, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the processor is further 
programmed to consolidate the retrieved investment information into a single package 
per investor (see paragraph 52). 

12. As per claim 5, Burakoff teaches the system of claim 2 as described above. 
Burakoff further teaches wherein the consolidation performed by the processor 
produces the single package in a desired electronic format (see paragraph 52). 

13. As per claim 6, Burakoff teaches the system of claim 2 as described above. 
Burakoff further teaches wherein the consolidation performed by the processor 
produces the. single package in a desired format for printing a hard copy thereof (see 
paragraphs 52, 55 and 57). 

14. As per claim 7, Burakoff teaches the system of claim 6 as described above. 
Burakoff further teaches wherein the processor is further programmed to receive a 
request for production of the single package, and wherein the production of the single 
package is performed in response to the request for production (see paragraph 66). 
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15. As per claim 8, Burakoff teaches the system of claim 7 as described above. 
Burakoff further teaches wherein the request for production comprises receipt by the 
processor of the current investment data (see paragraph 53). 

16. As per claim 9, Burakoff teaches the system of claim 7 as described above. 
Burakoff further teaches wherein the production of the single package occurs within a 
prescribed time period (see paragraph 53). 

17. As per claim 10, Burakoff teaches the system of claim 9 as described above. 
Burakoff further teaches wherein the prescribed time period is established by a legal 
rule applicable to the current investment data (see paragraph 53). 

18. As per claim 12, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein at least one of the at least one 
investor documents comprises a compliance document (see paragraph 53). 

19. As per claim 17, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein at least one of the at least one 
investor documents comprises a financial report (see paragraph 53). 

20. As per claim 18, Burakoff teaches the system of claim 17 as described above. 
Burakoff further teaches wherein the financial report consists of one of the group of 
annual report, semi-annual report, quarterly report, or monthly report (see paragraph 
53). 

21. As per claim 22, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the history data stored on the 
history source comprises past securities transactions data (see paragraph 67). 
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22. As per claim 23, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the history data stored on the 
history source comprises past investor account holding data (see paragraph 67). 

23. As per claim 24, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the history data stored on the 
history source comprises past documents sent identification data (see paragraph 68). 

24. As per claim 25, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the current investment data 
comprises an identifier for the investor and wherein the history data comprises an 
identifier for the at least one investor, such that the processor uses the identifier for the 
investor from the current investment data and the identifier for the at least one investor 
of the history data to identify past transaction(s), if any (see paragraph 68). 

25. As per claim 28, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the required investment information 
comprises a portion of one of the at least one investor documents (see paragraph 53). 

26. As per claim 29, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the determination of the required 
information performed by the processor is based on at least one legal rule (see 
paragraph 53). 

27. As per claim 30, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the determination of the required 
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information performed by the processor is based on at least one business rule (see 
paragraph 54). 

28. As per claim 31 , Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein at least one of the identified 
document(s) comprises a plurality of parts, and wherein the required investor 
information determined by the processor comprises at least one of the plurality of parts 
(see paragraph 53). 

29. As per claim 33, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff further teaches wherein the processor is further 
programmed to convert the retrieved required investment information into a format 
suitable for printing (see paragraphs 55-57). 

30. Claim 34 recites similar limitations to claim 1 and thus rejected using the same art 
and rationale in the rejection of claim 1 as set forth above. 

31 . Claim 35 recites similar limitations to claim 2 and thus rejected using the same 
art and rationale in the rejection of claim 2 as set forth above. 

32. Claims 3, 4, 20 and 21 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burakoff et al., US Patent Application Publication 2002/0065896 (see PTO-892, 
Ref. A) in view of Burakoff et al., U.S. Patent No. 6,122,635 (see PTO-892, Ref. C) 
[Hereinafter Burakoff '635] and further in view of Bosarge et al., US Patent Application 
Publication 2003/0191689 (see PTO-892, Ref. B). 
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33. As per claims 3 and 4, Burakoff teaches the system of claim 2. Burakoff does 
not explicitly teach wherein the processor is further programmed to retrieve a secondary 
document, and wherein the consolidation performed by the processor includes 
consolidation of the secondary document together with the retrieved investment 
information and wherein the secondary document comprises at least one of the group 
consisting of a cover page, table of contents, back cover, artwork, advertisement, trade 
confirmation, or disclaimers. 

Bosarge teaches wherein the processor is further programmed to compose a 
secondary document, and wherein the consolidation performed by the processor 
includes consolidation of the secondary document together with the retrieved 
investment information and wherein the secondary document comprises at least one of 
the group consisting of a cover page, table of contents, back cover, artwork, 
advertisement, trade confirmation, or disclaimers (see paragraphs 5-6). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Burakoff and Bosarge to 
consolidate a secondary document with the retrieved investment information because it 
gives a third party content provider an ability to entice a recipient of an email to view or 
click the third-party content as taught by Bosarge (see paragraphs 5-6). 

34. As per claims 20 and 21 , Burakoff and Burakoff '635 teach the system of claim 1 . 
Burakoff does not explicitly teach wherein at least one of the at least one investor 
documents comprises a secondary document and further comprising: a secondary 
document source operatively connected to the network, the secondary document 
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source comprising at least one secondary document, and wherein the processor is 
.further programmed to determine required secondary documents applicable to the 
transaction and retrieve the required secondary documents from the secondary 
document source. 

Bosarge teaches wherein at least one of the at least one investor documents 
comprises a secondary document and further comprising: a secondary document 
source operatively connected to the network, the secondary document source 
comprising at least one secondary document, and wherein the processor is further 
programmed to determine required secondary documents applicable to the transaction 
and retrieve the required secondary documents from the secondary document source, 
(see paragraphs 5-6). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Burakoff and Bosarge to 
compose a secondary document applicable to a transaction because it gives a user an 
ability to customize the secondary document based on individual, group or company as 
taught by Bosarge (see paragraphs 5-6). 

35. Claims 13-16, 19 and 32 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Burakoff et al., US Patent Application Publication 2002/0065896 (see PTO-892, 
Ref. A) in view of Burakoff et al., U.S. Patent No. 6,122,635 (see PTO-892, Ref. C) 
[Hereinafter Burakoff '635] and further in view of website www.tdcanadatrust.com 
(hereinafter TD Canada Trust) as evidenced by TD Mutual Funds Download Centre 
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(see PTO-892, Ref. U), TD Mutual Funds Fund Profiles (see PTO-892, Ref. V), TD 
Mutual Funds Simplified Prospectus (see PTO-892, Ref. W) and TD Mutual Funds 
Disclosure (see PTO-892, Ref. X). 

36. As per claims 13-16 and 32, Burakoff teaches the system of claim 12 as 
described above. Burakoff does not explicitly teach wherein the compliance document 
comprises a simplified prospectus, wherein the simplified prospectus comprises a 
mutual fund simplified prospectus including a Part A and a plurality of Part Bs, wherein 
the identified document(s) comprise one of the plurality of Part Bs, wherein the required 
investment information further comprises one of the Part A or a Part A Note and at least 
one of the plurality of parts of the identified document(s) is (are) retrieved by the 
processor when retrieving the required investment information. 

TD Canada Trust teaches wherein the compliance document comprises a 
simplified prospectus (see Ref. W), wherein the simplified prospectus comprises a 
mutual fund simplified prospectus including a Part A and a plurality of Part Bs (see Ref. 
U, V and W), wherein the identified document(s) comprise one of the plurality of Part Bs 
and wherein the required investment information further comprises one of the Part A or 
a Part A Note (see Ref. U, V and W) and at least one of the plurality of parts of the 
identified document(s) is (are) retrieved by the processor when retrieving the required 
investment information (see Ref. U). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Burakoff and TD Canada Trust 
to provide a simplified prospectus comprising of Part A and B because it provides a 
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potential investor with information required to make an investment decision (see Ref. V 
andW). 

37. As per claim 19, Burakoff and Burakoff '635 teach the system of claim 1 as 
described above. Burakoff does not explicitly teach wherein at least one of the at least 
one investor documents comprises a new account disclosure document. 

TD Canada Trust teaches wherein at least one of the at least one investor 
documents comprises a new account disclosure document (see Ref. X). 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Burakoff and TD Canada Trust 
to provide a Disclosure because it provides a potential investor with information required 
to make an investment decision (see Ref. X). 

Conclusion 

38. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahid R. Merchant whose telephone number is 571- 
270-1360. The examiner can normally be reached on First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz P. Abdi can be reached on 571-272-6702. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SRM 




